The Limited Monopoly*

Obtaining a United States Patent via the Patent Cooperation Treaty

Lo sl m o o m o i

This article discusses entry into the finational
phaseo in the United States for Patent
Cooperation Treaty (PCT) international
patent applications.

The Patent Cooperation
Treaty as a Portal for
Pursuing Patent Protection

in Multiple Countries

The PCT is a very useful way to yle
international patent applications.!  This
is because the PCT makes it possible to
seek patent protection for an invention
simultaneously in many countries? by yling a
single application instead of several separate
national or regional patent applications. In
essence, the PCT application extends the time
an applicant has to yle for patent protection in
countries that are members of the PCT. After
the PCT application is
yled, an applicant will
still need to apply for
patents in the individual
countriesinwhich patent
protection is desired,
but prosecution of the
application is greatly
simpliyed by using the
PCT process.®

A PCT application may
claim priority to an
earlier-yled provisional,
utility or foreign patent
application,  provided
that it is yled within 12
months from the yling

The Patent Cooperation Treaty makes it possible to seek
patent protection for an invention simultaneously in
many countries by initially yling a single application

internationally.

phase, a patentability search is performed and
a patentability report (known as a Written
Opinion) is issued. The search and Written
Opinion should be considered by the applicant
in deciding whether to proceed with yling in
individual countries. Thus, applicants can
avoid the cost of yling and translation fees
for those countries in which patent protection
will ultimately not be pursued. At the end
of the international phase, the applicant can
choose to proceed with the application in the
U.S. and other PCT member countries by
entering the national phase.®
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date of that application

(the fipriority datet). A PCT application can
also be the yrst-yled application, in which
case the priority date will be the yling date of
the PCT application itself. In most cases, an
applicant has 30 months from the yling date of
the initial patent application to which priority
is claimed before the applicant must yle with
individual national patent ofyces, in a process
known as the finational phase.0 Generally, an
applicant using the PCT normally has at least
18 additional months before it is necessary to
fulyll national requirements, compared to an
applicant who does not use the PCT.5

A PCT yling fee must be paid with a PCT
yling, but other expenses, such as translation
and foreign associate handling fees will not be
due until after the initial period of processing
under the PCT (known as the finternational
phaseo) is completed. During the international

Pursuing a
U.S. Patent via the PCT

The applicant of an international application
under the PCT designating (or electing)
the United States must comply with the
requirements for entry into the national phase
in the United States within 30 months of the
priority date. In order for the application to
enter the U.S. national phase, the applicant
must provide the United States Patent and
Trademark Ofyce (USPTO) with various
items, including a copy of the international
application (unless this has been previously
communicated to the USPTO by the
International Bureau), the correct yling fee,
an English translation of the international
application (if not originally in English), an
oath or declaration of inventorship, copies
and English translations of any amendments

of claims of the international application,
and an English translation of any annexes
to the international preliminary examination
report.”

The U.S. national phase of an international
application will commence once the 30 month
period has elapsed and all of the required
items have been deposited with the USPTO.®
In addition, once the applicant has met all
of the requirements, the U.S. national phase
application will receive the beneyt of the
yling date of the international application and
may constitute a prior
art reference in the
U.S. against another
patent application.®

It is important to note
that the applicant
must clearly identify
the application to
the USPTO as a
submission to enter
the U.S. national phase
under 35 U.S.C. A371.
Applicants  seeking
to enter the national
phase are urged to use
transmittal Form PTO-
1390 in order to meet
this requirement.®

Once an international
application enters the U.S. national phase,
the USPTO will assign the submission a U.S.
application number, consisting of a two-digit
series code followed by a six-digit serial
number. That number should then be used
whenever papers or other communications
are directed to the USPTO regarding the
national phase application.

The PCT Application

as the First-Filed Application

As mentioned above, a PCT international
application may be yled after an applicant
has yled a national or regional application.
Alternatively, a PCT international application
may be yled before any regional or national
patent application has been submitted. If an
applicant does not claim priority to an earlier

0/ { Sgd QNBGDRSDQ DMFHMDDQ { @0QHK 1/0/

Sgd Khlhsdc Lnmnonkx






